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application of: William H. Barber 



Application No.: 09/578,63 1 Group No.: 3627 

Filed: 25 May 2000 Examiner: John Francis Bartuska 

For: DISK DISPENSING AND RETRIEVAL SYSTEM AND ASSOCIATED METHODS [as 
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Assistant Commissioner for Patents 
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Date of Deposit: 6 November 2002 
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2. Fee Transmittal - 1 page + 1 copy 

3. Check No. 2772 in the amount of $630.00 O ROI ID Q£fifi 

4. Petition for 3 month Extension of Time under 37 CFR 1 .136(a) - 1 page ^ il\J U i oOUU 

5. Response to Office Action of May 8, 2002 - 8 pages 

6. Declaration Under 37 CFR 1.131 of Bill Barber - 4 pages 

7. Declaration Under 3 7 CFR 1 .63 - 2 pages 

8. Recordation Form Cover Sheet - 2 pages 

9. Assignment - 1 page 

10. Request for Correction of Inventorship - 2 pages 

1 1 . Statement of Inventorship by added inventor Tomasi - 1 page 

12. Consent of Assignee - 1 page 

1 3 . Certificate of Mailing - 1 page 

14. Pre-addressed postcard 

are being deposited with the United States Postal Service as "Express Mail Post Office to Addressee" 
service under 37 CFR 1.10, on the date indicated above and is addressed to: Box Fee Amendment, 
Assistant Commissioner for Patents, Washington, D.C. 20231. 
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[amended] 







Commissioner for Patents 
Washington, D.C. 20231 

REQUEST FOR CORRECTION OF INVENTORSHIP 
Under 37 CFR 1.48(a) ^ 

Dear Sir: 

Applicants request a change of inventorship in accordance with the provisions of 37 CFR 
1.48(a), as the correct inventors were not named in the executed oath of the present application. 

1. Applicants request correction of inventorship to list the following persons as the 
actual inventors of this application: 

William H. Barber 
Philip J. Tomasi 

2. Statement from erroneously omitted inventor Philip J. Tomasi is provided to show 
that the error in inventorship occurred without deceptive intent. 



CERTIFICATE UNDER 37 CFR 1.8(a) and 1.10 
I hereby certify that, on the date shown below, this correspondence is being 

B deposited with the United States Postal Services in an envelope addressed to the Commissioner of Patents and Trademarks, Washington, D.C 20231 with 

sufficient postage: 

MAILING 

37 CFR 1.8(a) 37 CFR 1.10 

o as first class mail h as "Express Mail Post Office to 

\ Label No. EV 04520S684 US 



Date:. 



it r , Addressee" MaiUng Lai 

111 M as- uyhcruhL^nok^ 

} J Michelle Ford ^^^^^ ^^^^^ 
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3. 



A new oath/declaration is being submitted by the actual inventors as permitted by 



37 CFR §1.42 or 1.43 or 1.47; 



4. 



A check in the amount of $130.00 is enclosed in accordance with 37 CFR 



§l-17(i); 



Respectfully submitted, 



Date: 



Curtis A. Vock, Reg. No. 38,356 
LATHROP & GAGE L.C. 
4845 Pearl East Circle, Suite 300 
Boulder, Colorado 80301 
Tele: (720) 931-3011 
Fax: (720) 931-3001 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicants): William H. Barber et al. 
Serial No. 09/578,631 
Filed: 25 May 2000 



Group Art Unit: 
Examiner: 



Francis John 

Bartuska 

387953 



3627 



For: 



DISK DISPENSING AND 
RETRIEVAL SYSTEM WITH 
AUTOMATED QUALITY 
CONTROL AND INTERNET 
USAGE FEEDBACK 



Attorney Docket 
Number 



Commissioner for Patents 
Washington, D.C. 20231 



STATEMENT OF INVENTOR 



1 . I, Philip J. Tomasi , state that I am an inventor on U.S. Patent Application No. 
09/578,63 1, filed 25 May 2000, entitled Disk Dispensing and Retrieval System 
With Automated Quality Control and Internet Usage Feedback 

2. I state that through error, I was improperly omitted as an inventor of the above- 
identified patent application. 

3. I hereby state that this error occurred without deceptive intention on my part. 



deported with the United Stetea Pottil Servlca in en envelope tddroned to the CommiuiDnerof Patenti ind Tntdcnurkf , WuWngion, 
D.C. 20231 with Hil&riKU pentege: 



Date: 





Philip J. Tomasi 
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I hereby certify thM. on the data ihown below, thii cwr cj p on dettoo ia being 
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IN THE UNITED STATES PATENT OFFICE 



Applicant(s): 
Serial No. 

Filed: 
For; 



William H. Barber et al. 
09/578,631 

25 May 2000 



Group Art Unit: 
Examiner: 



3627 

Francis John 
Bartuska 
387953 



Attorney Docket No. 

DISK DISPENSING AND RETRIEVAL SYSTEM WITH AUTOMATED 
QUALITY CONTROL AND INTERNET USAGE FEEDBACK 



Commissioner for Patents 
Washington, D.C. 20231 

CONSENT OF ASSIGNEE TO CHANGE INVENTORSHIP 
Pursuant to 37 CFR §3.73(b), the undersigned certifies that he is the Chief 
Executive Officer of FreeFlyr, Inc., and as such is authorized to act on behalf of FreeFlyr, 
Inc., that FreeFlyr, Inc. is owner by assignment of the entire right, title and interest in the 
patent application identified above and any patent to issue there from; and a copy of the 
Assignment document is submitted herewith. 



As the proper Assignee of the invention described in Serial No. 09/578,63 1 , 
FreeFlyr, Inc. hereby consents to the change of Inventorship referenced herein 





William H. Barber 
Chief Executive Officer 
FreeFlyr, Inc. 



CERTIFICATE UNDER 37 CFR 1.8(a) and IJ0 

I hereby certify that, on the dale shown below, this correspondence is being deposited with the United States Postal Services in an envelope addressed to 
the Commissioner for Patents. Washington, D.C 2013 1 with s ufficiem postage: ^ ""^wee » 

MAILING 

37CFRI.8(.) 37CHU.IO 



as first cluss mail 



as "Express Mail Post Office to 

Addressee" Moiling Label No. 



Date:. 



' f Michelle Ford 



COPY 



s*J IN THE UNITED STATES PATENT OFFICE 

Group No.: 



Patent AppKcatton Serial No. 09/578,63 1 
Filed: May 25, 2000 



Title: DISK DISPENSING AND RETRIEVAL SYSTEM 
AND ASSOCIATED METHODS [amended] 

Inventors: Willam H. Barber 



Examiner: 



3627 

F. Bartuska 



Express Mail Certificate Under 37 CFR $1.10 

I hereby certify that, on the date shown below, this correspondence is being deposited with the United States Postal Service "Express Mail Post 
Office to Addresses" service under 337 CFR 1.10 Express Mail Label No. E V 045205684US on the date indicated below and is addressed 
to: Assistant Commissioner for Patents, Washington, D.C. 20231 



DATE 



Michelle Ford 



BOX FEE AMENDMENT 

ASSISTANT COMMISSIONER FOR PATENTS 

WASHINGTON, DC 20231 



RESPONSE 



Sir: 



RECEIVED 

NOV 1 4 2002 

GROUP 3600 



These Amendments and Remarks are responsive to the Office Action mailed May 8, 
2002. A petition for a three-month extension of time is included herewith to extend the period of 
response to and including November 8, 2002. 

Please amend the title of the application to: DISK DISPENSING AND RETRIEVAL 
SYSTEM AND ASSOCIATED METHODS. 

Please amend claims 24, 35, 65, 76 as in the following "CLEAN VERSION OF 
AMENDED CLAIMS." The marked up version of the amended claims is set out after the 
signatory page of this Amendment. 
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) ' ) 

CLEAN VERSION OF AMENDED CLAIMS: 

24. (Once amended) The system of claim 23, wherein said instructions for directing said 
second set of instructions further comprises: 

instructions for directing said second processor to record information of each said optical storage 
media that said user requests. 

35. (Once amended) The system of claim 34, wherein said advertisements are 
promotions for optical media available at said kiosk. 

65. (Once amended) The method of claim 64, further comprising the step of: 

recording information of each said optical storage media that said user requests in said user 
profile. 

76. (Once amended) The method of claim 75, wherein said advertisements are 
promotions for optical media available at said kiosk 
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REMARKS 

The following remarks attend to each outstanding issue raised by the Examiner in the 
pending May 8, 2002 office action. The indication of allowable subject matter in claims 16, 17, 
57 and 58 is appreciated. No claims are canceled; accordingly claims 1-83 are pending in this 
application, claims 1 and 43 being independent. 

Claim rejections - 35 U.S.C §102 

Claims 1, 18, 20, 21, 23, 24, 26, 43, 50, 51, 53, 59, 61, 62, 64, 65, 67 and 68 stand 
rejected as being anticipated under 35 U.S.C. §102(e) by U.S. Patent No. 6,182,857 ("Harnm"). 
Applicants respectfully disagree and traverse the rejection since, among other reasons, Harnm is 
not prior art to the inventions of claims 1, 18, 20, 21, 23, 24, 26, 43, 50, 51, 53, 59, 61, 62, 64, 
65, 67 and 68 . Applicants enclose a declaration under 37 C.F.R. § 1 . 1 3 1 and MPEP 7 1 5 to 
antedate Harnm. The declaration specifically shows conception of the invention prior to the 
effective date (December 31, 1998) of Harnm and due diligence from this conception to the 
effective filing date of this present application (the '63 1 Application). 

Accordingly, we have shown why Harnm is avoided and inapplicable as prior art to the 
present '631 Application. For these reasons and more, Applicants contend that claims 1,18, 20, 
21, 23, 24, 26, 43, 50, 51, 53, 59, 61, 62, 64, 65, 67 and 68 are allowable and request 
reconsideration. 

Claim rejections - 35 U.S.C §103 

Claims 2-8, 27-29, 42, 44-53, 60-62, 69, 70 and 83 stand rejected as being unpatentable 
over U.S. Patent No. 5,934,439 ("Kanoh") in view of Harnm, under 35 U.S.C. §103. Applicants 
respectfully disagree and traverse the rejection since, among other reasons, Harnm is not prior art 
to the inventions of claims 2-8, 27-29, 42, 44-53, 60-62, 69, 70 and 83, as set forth in the 
attached Rule 131 declaration. 
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) ; 

Kanoh also does not render claims 2-8, 27-29, 42, 44-53, 60-62, 69, 70 and 83 prima 
facie obvious. The following is a quotation of from the MPEP setting forth the three basic 
criteria that must be met to establish a prima facie case of obviousness: 

To establish a prima facie case of obviousness, three basic criteria must be met. First, 
there must be some suggestion or motivation, either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art, to modify the references 
or to combine reference teachings. Second, there must be a reasonable expectation of 
success. Finally, the prior art reference (or references when combined) must teach or 
suggest all the claim limitations. MPEP, § 2142, citing In re Vaeck, 947 F.2d 488, 20 
USPQ2d 1438 (Fed. Cir. 1991). 

Among other reasons, for example, Kanoh does not teach each and every feature of 
claims 2-8, 27-29, 42, 44-53, 60-62, 69, 70 and 83, and cannot therefore anticipate or render 
these claims obvious. Reconsideration is requested. 

As applied to Applicants' claim 2, claims 30-32, 71 and 72 stand rejected as being 
unpatentable over Kanoh in view of Hamm, and further in view of U.S. Patent No. 5,822,291 
("Brindze"), under 35 U.S.C. §103. Applicants respectfully disagree and traverse the rejection 
since, among other reasons, Hamm is not prior art to the inventions of claims 30-32, 71 and 72, 
as set forth in the attached Rule 131 declaration. 

Kanoh and Brindze also do not render claims 30-32, 71 and 72 prima facie obvious, 
since, among other reasons, Kanoh and Brindze fail to teach every element of claims 30-32, 71 
and 72. Reconsideration is requested. 

Claims 9-12 and 19 stand rejected as being unpatentable over Hamm in view of U.S. 
Patent No. 4,915,205 ("Reid"), under 35 U.S.C. §103. Applicants respectfully disagree and 
traverse the rejection since, among other reasons, Hamm is not prior art to the inventions of 
claims 9-12 and 19, as set forth in the attached Rule 131 declaration. 
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) ) 

Reid also does not render claims 9-12 and 19 prima facie obvious, since, among other 
reasons, Reid fails to teach every element of claims 9-12 and 19. Reconsideration is requested. 

Claims 13, 54, 55 and 56 stand rejected as being unpatentable over Hamm in view of 
U.S. Patent No. 5,938,510 ("Takahashi"), under 35 U.S.C §103. Applicants respectfully 
disagree and traverse the rejection since, among other reasons, Hamm is not prior art to the 
inventions of claims 13, 54, 55 and 56, as set forth in the attached Rule 131 declaration. 

Takahashi also does not render claims 13, 54, 55 and 56 prima facie obvious, since, 
among other reasons, Takahashi fails to teach every element of claims 13, 54, 55 and 56. 
Reconsideration is requested. 

As applied to claim 2, claims 14 and 15 stand rejected as being unpatentable over Kanoh 
in view of Hamm, and further in view of Takahashi, under 35 U.S.C. §103. Applicants 
respectfully disagree and traverse the rejection since, among other reasons, Hamm is not prior art 
to the inventions of claims 14 and 15, as set forth in the attached Rule 131 declaration. 

Kanoh and Takahashi also do not render claims 14 and 15 prima facie obvious, since, 
among other reasons, Kanoh and Takahashi fail to teach every element of claims 14 and 15. 
Reconsideration is requested. 

Claims 22, 36-38, 63, 77-79 stand rejected as being unpatentable over Hamm in view of 
U.S. Patent No. 6,289,322 ("Kitchen"), under 35 U.S.C. §103. Applicants respectfully disagree 
and traverse the rejection since, among other reasons, Hamm is not prior art to the inventions of 
claims 22, 36-38, 63, 77-79, as set forth in the attached Rule 131 declaration. 

Kitchen also does not render claims 22, 36-38, 63, 77-79 prima facie obvious, since, 
among other reasons, Kitchen fails to teach every element of claims 22, 36-38, 63, 77-79. 
Reconsideration is requested. 

Claims 25, 34, 35, 66, 75 and 76 stand rejected as being unpatentable over Hamm in view 
of U.S. Patent No. 5,724,521 ("Dedrick"), under 35 U.S.C. §103. Applicants respectfully 
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disagree and traverse the rejection since, among other reasons, Hamm is not prior art to the 
inventions of claims 25, 34, 35, 66, 75 and 76, as set forth in the attached Rule 131 declaration. 

Dedrick also does not render claims 25, 34, 35, 66, 75 and 76 prima facie obvious, since, 
among other reasons, Dedrick fails to teach every element of claims 25, 34, 35, 66, 75 and 76. 
Reconsideration is requested. 

Claims 33, 73 and 74 stand rejected as being unpatentable over Hamm in view of U.S. 
Patent No. 5,900,608 ("Iida"), under 35 U.S.C. §103. Applicants respectfully disagree and 
traverse the rejection since, among other reasons, Hamm is not prior art to the inventions of 
claims 33, 73 and 74, as set forth in the attached Rule 131 declaration. 

Iida also does not render claims 33, 73 and 74 prima facie obvious, since, among other 
reasons, Iida fails to teach every element of claims 33, 73 and 74. Reconsideration is requested. 

Claims 39-41 and 80-82 stand rejected as being unpatentable over Hamm in view Iida, 
under 35 U.S.C. §103. Applicants respectfully disagree and traverse the rejection since, among 
other reasons, Hamm is not prior art to the inventions of claims 39-41 and 80-82, as set forth in 
the attached Rule 131 declaration. 

Iida also does not render claims 39-41 and 80-82 prima facie obvious, since, among 
other reasons, Iida fails to teach every element of claims 39-41 and 80-82. Reconsideration is 
requested. 

In summary, we have shown why claims 1-83 patentably distinguish over the art and that 
Hamm is inapplicable as a prior art 35 U.S.C. § 102(e) reference to these claims. Reconsideration 
and allowance of claims 1-83 is hereby requested. 
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Claim rejections - 35 U.S.C §112 

Claim 35 stands rejected due to antecedent basis of "advertisements." Claim 35 is 
amended to correctly depend from claim 34, obviating this rejection since advertisements is 
clearly recited in claim 34. Reconsideration is requested. 

Claim 76 stands rejected due to antecedent basis of "advertisements." Claim 76 is 
amended to correctly depend from claim 75, obviating this rejection since advertisements is 
clearly recited in claim 75. Reconsideration is requested. 

Other than the petition for the three-month extension of time, no fees are deemed due in 
connection with this response. If however any additional fee is due in connection with this 
response, please charge Deposit Account No. 12-0600. 



Respectfully submitted, 



Dated: \\~l~ oXy 



By: VrM 
Curtis A. Vock, Reg. No. 38,356 
LATHROP & GAGE L.C. 
4845 Pearl East Circle, Suite 302 
Boulder, CO 80301 
Telephone: (720) 93 1-301 1 
Facsimile: (720)931-3001 
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) ) 

VERSION WITH MARKINGS TO SHOW CHANGES MADE 

24. (Once amended) The system of claim 23 A wherein said instructions for directing said 
second set of instructions further comprises: 

instructions for directing said second processor to[:] record information of each said optical 
storage media that said user requests. 

35. (Once amended) The system of claim [33]34* wherein said advertisements are 
promotions for optical media available at said kiosk. 

65. (Once amended) The method of claim 64 A further comprising the step of: 

recording information of each said optical storage media that said user requests in said user 
profile. 

76. (Once amended) The method of claim [43]75i wherein said advertisements are 
promotions for optical media available at said kiosk 
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127 


50 


227 


25 


139 


130 


139 


130 


147 


2,520 


147 


2,520 


112 


920* 


112 


920* 


113 


1,840* 


113 


1,840* 


115 


110 


215 


55 


116 


400 


216 


200 


117 


920 


217 


460 


118 


1,440 


218 


720 


128 


1.960 


228 


980 


119 


320 


219 


160 


120 


320 


220 


160 


121 


280 


221 


140 


138 


1,510 


138 


1,510 


140 


110 


240 


55 


141 


1,280 


241 


640 


142 


1,280 


242 


640 


143 


460 


243 


230 


144 


620 


244 


310 


122 


130 


122 


130 


123 


50 


123 


50 


126 


180 


126 


180 


581 


40 


581 


40 


146 


740 


246 


370 


149 


740 


249 


370 


179 


740 


279 


370 


169 


900 


169 


900 



Fee Description 

Surcharge - late filing fee or oath 

Surcharge - late provisional filing fee 
or cover sheet. 

Non-English specification 

For filing a request for reexamination 

Requesting publication of SIR prior to 
Examiner action 

Requesting publication of SIR after 
Examiner action 

Extension for reply within first month 
Extension for reply within second 
month 

Extension for reply within third month 

Extension for reply within fourth 
month 

Extension for reply within fifth month 
Notice of Appeal 

Filing a brief in support of an appeal 
Request for oral hearing 
Petition to institute a public use 
proceeding 

Petition to revive - unavoidable 
Petition to revive - unintentional 
Utility issue fee (or reissue) 
Design issue fee 
Plant issue fee 

Petitions to the Commissioner 

Processing fee under 37 CFR 1 .17 (q) 

Submission of Information Disclosure 
Stmt 

Recording each patent assignment 
per property (times number of 
properties) 

Filing a submission after final rejection 
(37 CFR § 1.129(a)) 
For each additional invention to be 
examined (37 CFR § 1 .129(b)) 

Request for Continued Examination (RCE) 

Request for expedited examination 
of a design application 



Other fee (specify) 

Reduced by Basic Filing Fee Paid SUBTOTAL (3) ^ 630 



Fee 
Paid 



460 



130 



40 



r SUBMITTED BY 






Complete (if applicable) 




Name (Print/Type) 


Curtis A. Vock Registration No. Attorney/Agent) 


38,356 


Telephone 


720-931-3000 


^ Signature 




Date 




J 



WARNING: Information on this form may become public. Credit card information should not be 
Included on this form. Provide credit card information and authorization on PTO-2038. 
Burden Hour Statement This form Is estimated to take 0.2 hours to complete. Time will vary depending upon the needs of the Individual case. Any comments on the 
amount of time you are required to complete this form should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, Washington, DC 20231. 
DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Assistant Commissioner for Patents, Washington, DC 20231. 
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Express Mail Label No. EV 04 

Under the Paperwork Reduction Act 



PTO/SB/22 (10-00) 
Approved for^khrough 10/31/2002. OMB 0651-0031 
b84 US U.S. Patent and Trademark OffiJ^B) DEPARTMENT OF COMMERCE 

no persons are required to respond to a collection of Information un^^it displays a valid OMB control number. 



PETITION FOR EXTENSION OF TIME UNDER 37 CFR 1.136(a) 




Docket Number (Optional) 
387953 



In re Application of William H. Barber 



Application Number 09/578,631 


Filed 25 May 2000 


For DISK DISPENSING AND RETRIEVAL SYSTEM AND 
ASSOCIATED METHODS [amended] 


Group Art Unit 
3627 


Examiner 

Francis John Bartuska 



This is a request under the provisions of 37 CFR 1 .1 36(a) to extend the period for filing a 
response in the above identified application. 

The requested extension and appropriate non-small-entity fee are as follows 
(check time period desired): 

□ One month (37 CFR 1.17(a)(1)) $ 

□ Two months (37 CFR 1.17(a)(2)) $ 

Three months (37 CFR 1.17(a)(3)) $ 920.00 

□ Four months (37 CFR 1 .17(a)(4)) $ 

□ Five months (37 CFR 1.17(a)(5)) $ 

[3 Applicant claims small entity status. See 37 CFR 1 .27. Therefore, the fee amount shown 

above is reduced by one-half, and the resulting fee is: $ 460.00 . 
S A check in the amount of the fee is enclosed. 

□ Payment by credit card. Form PTO-2038 is attached. 

□ The Commissioner has already been authorized to charge fees in this 
application to a Deposit Account. 

□ The Commissioner is hereby authorized to charge any fees which may be required, 
or credit any overpayment, to Deposit Account Number 12-0600 . 

I have enclosed a duplicate copy of this sheet. 
I am the □ applicant/inventor. 

□ assignee of record of the entire interest. See 37 CFR 3.71 

Statement under 37 CFR 3.73(b) is enclosed. (Form PTO/SB/96). 
^ attorney or agent of record. 

□ attorney or agent under 37 CFR 1 .34(a). 

Registration number if acting under 37 CFR 1 .34(a). . 



RECEIVED 

NOV 1 4 2002 

GROUP 3600 



WARNING: Information on this form may become public. Credit card information should not 
be included on this form. Provide credit card information and authorization on PTO-2038. 



Date 



Signature 
Curtis A. Vock, Reg. 38,356 



Typed or printed name 



NOTE: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required. Submit multiple 
forms if more than one signature is required, see below*. 

Total of 1 forms ar submitted. ~~ 



Burden Hour Statement: This form is estimated to take 0.1 hours to complete. Time will vary depending upon the needs of the individual case. Any 
comments on the amount of time you are required to complete this form should be sent to the Chief Information Officer, U.S. Patent and Trademark 
ffice, Washington, DC 20231 . DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Assistant Commissioner for Patents, 
Washington, DC 20231. 
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IN THE UNITED STATES PATENT OFFICE 



*P&t©a^^plication Serial No. 09/578,631 
Filed: May 25, 2000 

Title: DISK DISPENSING AND RETRIEVAL SYSTEM 
AND ASSOCIATED METHODS [as amended] 



Inventors: 



Willam H. Barber 



Group No. 
Examiner: 



3627 

F. Bartuska 



Express Mail Certificate Under 37 CFR SI. 10 

I hereby certify that, on the date shown below, this correspondence is being deposited with the United States Postal Service "Express Mail Post 
Office to Addresses" service under 337 CFR 1.10 Express Mail Label No. EV 045205675 US on the date indicated below and is addressed to: 
Assistant Commissioner for Patents, Washington, D.C. 2023 1 

DATE Heather Fedor 



BOX FEE AMENDMENT 

ASSISTANT COMMISSIONER FOR PATENTS 

WASHINGTON, DC 20231 



RECEIVED 

NOV 1 4 2002 



SUPPLEMENTAL TRANSMITTAL Q RQ U P 3600 

Sir: 

This transmittal is responsive to the Office Action mailed May 8, 2002. A response to 
this Office Action was mailed yesterday (on November 6, 2002) - except that the Exhibits to the 
Rule 131 declaration were missing. Accordingly, we enclose another complete copy of the 
response of November 6, 2002 and enclose all the required exhibits which accompany the Rule 
131 declaration. The undersigned called Examiner Bartuska regarding this omission and 
subsequent transmittal. As this supplemental transmittal is within the period provided for by the 
petition for a three-month extension of time, filed November 6, 2002, this response is complete 
within the allotted time and fully responsive to the issues in the outstanding May 8, 2002 office 
action. 

We accordingly attach the following papers: 



Serial No. 09/578,631 

Supplemental Transmittal, Amendment and Remarks responsive to 
Office Action mailed May 8, 2002 

Page 1 



1. 



Transmittal - 2 pages 



2. Copy of Certificate of Mailing (filed November 6, 2002) 

3. Copy of Transmittal Form PTO/SB/21 (filed November 6, 2002) 

4. Copy of Fee Transmittal (filed November 6, 2002) 

5. Copy of Check No. 2772 paid to the USPTO in the amount of $630.00 (filed November 6, 
2002) 

6. Copy of Petition for 3 month Extension of Time (filed November 6, 2002) 

7. Copy of Response to Office Action- 8 pages (filed November 6, 2002) 

8. Copy of Declaration Under 37 CFR 1.131 of Bill Barber - 4 pages (filed November 6, 2002) 
plus 28 pages of Exhibits to Rule 131 Declaration . 

9. Copy of Declaration Under 37 CFR 1 .63 - 2 pages (filed November 6, 2002) 

10. Copy of Recordation Form Cover Sheet - 2 pages (filed November 6, 2002) 

1 1 . Copy of Assignment - 1 page (filed November 6, 2002) 

12. Copy of Request for Correction of Inventorship - 2 pages (filed November 6, 2002) 

13. Copy of Statement of Inventorship by added inventor Tomasi - 1 page (filed November 6, 
2002) 

14. Copy of Consent of Assignee - 1 page (filed November 6, 2002) 

1 5 . New Certificate of Mailing 

1 6 . Pre-addressed postcard 

No fees are deemed due in connection with this supplemental transmittal. If however any 
additional fee is due in connection with this response, please charge Deposit Account No. 12— 



0600. 



Respectfully submitted, 



Dated: November 7, 2002 



By: UJfcfl.W 

Curtis A. Vock, Reg. No. 38,356 
LATHROP & GAGE L.C. 
4845 Pearl East Circle, Suite 302 
Boulder, CO 80301 
Telephone: (720) 931-3011 
Facsimile: (720)931-3001 




Serial No. 09/578,631 

Supplemental Transmittal, Amendment and Remarks responsive to 



Office Action mailed May 8, 2002 

Page 2 
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. . « * . , j , Approved for use throudi 10/31/2002 OMB 0651-0032 

m ^ ^ u Z' P ^\ and Trademafk Office; U.S. DEPARTMENT OF COMMERCE 

to respond to a oodecdon of Information unless it contains a valid OMB control number. 



DECLARATION FOR UTILITY OR 
DESIGN 
PATENT APPLICATION 
(37 CFR1.63) 

□Declaration 0 Declaration 

Submitted OR Submitted after Initial 
With Initial Filing (surcharge 

^»ng (37 CFR 1.16(e)) 

required) 



Attorney Docket Number 



First Named Inventor 



387953 



William H. Barber et al. 



COMPLETE IF KNOWN 



Application Number 



Filing Date 



Group Art Unit 



Examiner Name 



09/578,631 



25 May 2000 



3627 



Francis John Bartuska 



J 



As a below named Inventor, I hereby declare that: 

My residence, post office address, and citizenship are as stated below next to my name. 

l^llXj'b^^ t^^nh^ and „ &0le 0n * 0ne namB i5 tbted beIOw > w an ori 9 fnal - firs « ™* Joint inventor (If plural r 

are listed below) of the subiect matter which I s claimed and for which a patent Is sought on the invention entitle d: ^^ U[d,r 



FEEDBACK NSING RETR,EVAL SYSTEM W,TH AUTOMATED QUALITY CONTROL AND INTERNET USAGE 



the specification of which 
□ Is attached hereto 
OR 

0 was filed on (MM/OD/YYYY) 



(TdtB of the Invention) 



05/25/2000 



as Untied States Application Number or PCT International 



Application Number | 09/578,631 ^3 and was amended on (MWOO/VYYY) | (Herewith) 1 (rf applicable). 

sp^cS^fe^rei TaloV^ Und6rStand *• COnlents of 0,6 above idBnHfied specification, including the claims as amended 
aooSr^ whloh b materiel to patentability a5 defined in 37 CFR 1.56. Including for contlnuaUon-in-part 



or 355(a) of any PCT «ntemational appHcaoon wh.ch designated al feast one country other than the United States of America listed bei™ 

SE^ELE?^ ^'J? *™" n * *" any forei '9 n a PP ,tealion f " P**<* ^ inventor's J!X^S^miSS^^ 
appltcadon having a filing date before that of the application on which priority is dalmad. international 



Prior Foreign Application 
Numbor(s) 



Country 



Foreign Filing Date 
(MM/OD/YYYY) Country 



Priority 
Not Claimed 



□ 
□ 
□ 
□ 



Certified Copy Attached? 
YES NO 



□ 
□ 
□ 
□ 



□ 
□ 
□ 
□ 



□ Additional foreign application numbers are listedon a supplemental priority data sheet PTO/SB/02B attached hereto: 



I hereby claim the benefit under 35 U 



ApplieationNumber(s) 



60/135.654 
60/143.601 



S.C. 1 19(e) of any United States provisional appllcation(s) listed below 



Filing Date (MIWDD/YYYY) 



25 May 1999 
13 Jury 1999 



□ Additional provisional application 
numbers are listed on 
a supplemental priority data sheet 
PTO/SB/02B attached hereto. 



(Page 1 of 2] 

ri'« 8 1n^^ le f I! ienl: ^ f0rm '! ^ S,i . matad 10 lake 21 minutes to complete. Time wilt vary depending upon the needs of the individual 
^LtSL^T a .1f U r * hme ^ are ret l ulfetl *> complete this form should be sent to the Chief Information Offlcor U.S 

Patent and Trademark Office. Washington. DC 20231. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS SEND TO : 
Assistant Commissioner for Patents, Washington. DC 20231 &tNU ,u - 



Please type a pb$ sign (+)fctikte this box ^ +1 

1 — 1 pToraa/oi (10-00) 

lie _ Approved for use throudi 10/31/2002 OMB 0651-0032 



r , -w ^ '^u. w ^ ra^ona to a oojiocuon ot inlormaUoo unless It cnntaire g valid OMB cc 

I DECLARATION — Utility or Design Patent Application 



Direct all correspondence to: IS 



Customer Number 
or Bar Code Label 



30955 



OR □ Correspondance address below 



Name 



Address 



Address 



City 



Country 



State 



Telephone 



ZIP 



Fax 



s»?^fflssasr- under18 usc - 1001 



NAME OF SOLE OR FIRST INVENTOR: 



□ A petition has been filed for this unsigned inventor 



Given 
Name 



William H. 



Family Name 
^Surname Barber 



Residence: City 
Thousand Oaks 



State 
CA 



Country 
USA 



zenship/^ 



Citizenship/ 
USA 



Mailing Address 



1645 Brush Oak Court 



Mailing Address 



City 

Thousand Oaks 



State 
CA 



NAME OF SECOND INVENTOR: 



ZIP 
91320 



Country 
USA 



□ A petition has been filed for this unsigned Inventor 



Given 
Name 



Inventor's 
Signature 



Philip J. 



3 



Family Name 

or Surname Tomasl 



Date 



l\/=>4 A 



Residence: City 
Newbury Park 



State 
CA 



Country 
USA 



Citizenship 



USA 



Mailing Address 1115 Del Verde Court 



Mailing Address 



City 

Newbury Park 



State 
CA 



ZIP 
91320 



Country 
USA 



□ Additional Inventors are being na med on the supplemental Additional Inventorfs) sheel(s) PTO/SB/02A attached hereto. 
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Expires 06/30/99g 
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U.S. Department of Commerce 
Patent and Trademark Office 
PATENT 



RECORDATION FORM COVER SHEET 
PATENTS ONLY 



TO: The Commissioner of Patents and Trademarks: Please record the attached original document(s) or copy(ies). 



Submission Type 

S New 

r- 1 Resubmission (No n-Recordation) 



Document ID # 



Correction of PTO Error 
□ Reel# 



Frame 
# 



Corrective Document 
□ Reel# 



Frame 
# 



Conveyance Type 

[3 Assignment 

□ License 

□ Merger 



D Security Agreement 

□ Change of Name 

□ Other 



U.S. Government 

(For Use ONLY by U.S. Government Agencies) 
D Departmental File Q Secret File 



Conveying Party(ies) 



Name (line 1) William H. Barber 



D Mark if additional names of conveying parties attached 

Execution Date 

Mon th Day Year 



11 



04 2002 



Name (line 2) 
S cond Party 

Name (line 1) 

Name (line 2) 



Philip J. Tomasi 



Execution Date 
Month Day Year 



11 



04 2002 



R ceiving Party 



□ Mark if additional names of receiving parties attached 



Name (line 1) | Freeflyr, Inc. 



Name (line 2) 



Address (line 1) | 750 University Avenue 



Address (line 2) Suite 280 



Q if document to be recorded 
is an assignment and the 
receiving party is not 
domiciled in the United States, 
an appointment of a domestic 
representative is attached. 
(Designation must be a 
separate document from 
Assignment) 



Address (line 3) Los Gatos 



CA 



95032 



City 



State/Country 



Zip Code 



D mestic Representative Name and Address 

Name 



Enter for the first Receiving Party only. 



Address (line 1 ) 
Address (line 2) 
Address (line 3) 
Address (line 4) 



FOR OFFICE USE ONLY 



Public burden reporting for this collection of information is estimated to average approximately 30 minutes per Cover Sheet to be recorded, including 
time for reviewing the document and gathering the data needed to complete the Cover Sheet. Send comments regarding this burden estimate to the 
U.S. Patent and Trademark Office, Chief Information Officer, Washington, D.C. 20231 and to the Office of Information and Regulatory Affairs, Office of 
Management and Budget, Paperwork Reduction Project (0651-0027), Washington, D.C. 20503. See OMB Information Collection Budget Package 
0651-0027, Patent and Trademark Assignment Practice. DO NOT SEND REQUESTS TO RECORD ASSIGNMENT DOCUMENTS TO THIS 

ADDRESS. 

Mail documents to be record d with required cover sheet(s) information to: 
C mmissi ner f Patents and Trad marks, B x Assignments , Washington, D.C. 20231 



COP 



FORM PTCM619B 
Expires 06/30/99 
OMB 0651-0027 
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U.S. Department of Commerce 
Patent and Trademark Office 
PATENT 



C rrespondent Name and Address Area Code and Telephone Number 
Name | Curtis A. Vock, Esq. 



720-931-3000 



Address (line 1 ) | Lathrop & Gage L.C. 



Address (line 2) | 4845 Pearl East Circle, Suite 300 



Address (line 3) 1 Boulder, CO 80301 
Address (line 4) I 



Pages 



Enter the total number of pages of the attached conveyance document 
including any attachments 



# 



1 



Application Number(s) or Patent Number(s) □ Mark if additional numbers attached. 

Enter either the Patent Application Number or the Patent Number (DO NOT ENTER BOTH numbers for the same property). 



Patent Application Number(s) 

I 09/578,631 | | ~] r~ 



C 



] C 



Patent Number(s) 

i i [ 



] c 



] : 



If this document is being filed together with a new Patent Application, enter the date the patent application was Month Day Year 
signed by the first named executing inventor. [ 



Patent Cooperation Treaty (PCT) 

Enter PCT application number PCT 

only if a U.S. Application 

Number as not been assigned. pqj 



PCT 



PCT [_ 



PCT 
PCT 



Number of Properties 



Enter the total number of properties involved. 



# 1 



Fee Amount 



Fee Amount for Properties Listed (37 CFR 3.41): 
Enclosed £3 Deposit Account O 



$ I 40.00 



Method of Payment: 
Deposit Account 

Enter for payment by deposit account or if additional fees can be charged to the account.) 
Deposit Account Number: 

Authorization to charge additional fees: 



12-0600 



Yes 



No □ 



Statement and Signature 

To the best of my knowledge and belief, the foregoing Information Is true and correct and any 
attached copy is a true copy of the original document Charges to deposit account are authorized, as 



indicated herein. 



Curtis A. Vock, Reg. No. 38,356 
Name of Person Signing 



Signature 



Date 



Ul*Ub335ia97 



P. 1 



Express Mail Label No. EV 045203684 US 



Docket No.: 367953 



PATENT 



ASSIGNMENT 



SteKLto^ T °' whteh iS h6Kbv WE, the undersigned. 



( > 

(X) 



which has been executed by the undersigned concurrently herewith 
which was filed on 25 May 2000 and assigned Serial No. 09/578 631 



HnrmjffSfi ff * f?f t ? w * ~ retrieval system with auto m ated ouahtv ^ MTP n, 

IffSKEJ W8 ffii W} yff ! g and and to sald application and all divisional, con tinuing, substitute renewal reissue 
™ a J ^ llCati0nS ^ Pa,enl Whlch have been 0f sha " "» filed 10 *• United Steles forelg^ cotXs 
E£h •rnprovements; and in and to all original and reissued patents which have been or ^aH be teue^Tn fte 

£S!!! '. h !l l SS S A ! Si ? nee may u pp,y for and recelve Lrtto « Palent for Mid improvements in tts own name- and that when 
SSTSSh^SS u t h a r T\ "? "L* 0 "P 6 "" 0 °'- Said A* 8 ^' its assigns and le^al reprlsenSeT to 

sSl " te !? and P"^ 6 of Assignment the undersigned will execute an! divisional wnftTuing 

substitute, renewal, reissue, and all other patent applications on any end all seid improvements; execute all riantfuloa hf 
nSSSTf" P °TT ! A att0mey l nd OU,er papers: to said Assignee, its succe?^ alstans ami 

ShSSSS?^ •if tS K^ Wn ,i°. ,he underei 9"«< ">^"9 »° said improvements and the history thereof a^ generally 
fn ^«,ri^„ 9 H OSS !^ WhiCh ^ ASSi9nee - ilS success °' s . ^signs or representatives shall consider desirable for aiding 
all^S«n d E^T 9 TIT Pa 6n ! Pra,eCU ° n f ° r 531,1 ™P">vements and for vesting title to said tapn^^S 
rtn^eSves; and^ ^ 15 °" " M lm P rovenlente - * «" successors, assigns and legal 

l^e an oV W oLf ao^n&fe h"^^ 8 ' 9 "! and ' e9a ' «*» no assignment, grant mortgarje. 

undersigned, anjd^a^^t^m^the^fie as herein expressed is possessed by the undersigned. 

Name: 



Name: 



William H. Barber 



Philip J. Tomasi 




Date: 



Date: 
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CHRISMAN BYNUM & JOHNSON 

CHRISMAN, BYNUM & JOHNSON, RC 
ATTORNEYS AND COUNSELORS AT LAW 
1900 FIFTEENTH STREET 
BOULDER, COLORADO 80302 
TELEPHONE 303.444.4820 
FACSIMILE 303.449.5426 

SCOTT B. ALLISON 
ATTORNEY AT LAW 

PATENTS, TRADEMARKS & COPYRIGHTS 

sba^cfcj • com 
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Bel. 
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ORTH 



13274 Fiji Way 
Marina del Rey 
CA 90292-7090 



Evan H. Hitchcock 

Sales 

310 577-7700 X7350 
310 574-2867 fax 
EHitchcock@infonorth.com 
wwwJnfonorth.com 
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EXHIBIT 6 




Ctp BAKER &TAYLOR 



In formation nnri J'.i 



Eric Van Lorn 
Telemarketing 
Sales Representative 



Baker & Taylor Entertainment 
3005 S. Parker Rd., Suite #318 
Aurora, CO 80014 
Te!: 303 369 9229 ext. 250 
Tel: 800 775 3300 ext. 250 
Fa*: 303 369 9669 
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Product 

Freeflyr is building a network of stand-alone, 
unmanned kiosks that will allow rental and/or 
sale of video releases on DVDs. The kiosks 
have a footprint of less than 7 square feet and 
can be installed at a variety of locations, i.e. 
universities, grocery stores, bus stops, train 
stations, office and apartment buildings, and in 
drive-up windows. Each kiosk holds up to 500 
CD sized disks. 
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Consumer Benefits 

The system is as easy to use as a j 
station pay-at-the-pump system, i 
considerably more convenient than a 1 
to a video store. The key is locat 
kiosks in areas that are re-visited 
customers on consecutive da 
eliminating the "special trip" to the vii 
store for selection and return. Custom 
will be attracted to improved convenier 
entertainment during transaction. 1 
availability, and quality of product. Sc 
it will be possible to check for 1 
availability and make reservations 
specific kiosks over the Internet. 



Opportunity 

Kiosk owners will benefit f 
comparable market pricing for D 
product while enjoying hij 
performance locations and opiating c 
that are estimated at l/20th that c 
conventional store. Another major bei 
comes from the advertising capabilitie 
the kiosk monitor before, during, and ; 
transactions. 

In addition, continual information 
transmitted via data lines from each k 
to a central server that can provide; 
time transaction monitoring, 1 
consumer trends, stocking requirem 
operating efficiency data, and sec 
information. 
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Title: DISK DISPENSING AND RETRIEVAL SYSTEM 
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AND INTERNET USAGE FEEDBACK 



Inventors: Willam H. Barber 



DECLARATION OF WILLIAM H. BARBER 
IN ACCORDANCE WITH 37 CFR §1.131 



I, William H. Barber, hereby declare: 

1 . I am a named inventor in U.S. Patent Application No. 09/578,63 1 (the '63 1 Application] 
filed on May 25, 2000. 

2. I currently reside at 1 845 Brush Oak Court, Thousand Oaks, CA 9 1 320; I have obtained 
the following university degrees: B.A. (UCSB, 1987), M.B.A. (CU, 1998) 

3. I am a founder, CEO and president of Freeflyr, Inc., which owns all right, title and 
interest in and the *631 Application. 

4. I have studied and understood the specification and claims in the '63 1 Application. The 
claims of the '63 1 Application generally relate to a disk dispensing and retrieval system, and 
methods thereof, such as to dispense a DVD to users. 

5. I have read and understood the contents of the Office Action dated May 8, 2002 for this 
'63 1 Application. 

4. I have read and understood the references cited by the Examiner in the Office Action of 
May 8, 2002, in particular, United States Patent No. 6,1 82,857, issued February 6, 2001 to 
Hamm at al. 

5. This Declaration is being presented under 37 C.F.R. § 1 . 13 1 to show prior invention by 
virtue of conception prior to the effective filing date (December 31, 1998) of Hamm et al. and 
continued due diligence from conception to an effective reduction to practice in the effective 
filing date of the '631 Application. 

6. Attached hereto are Exhibits 1-19, which are copies from my lab notebook ("Lab 
Notebook") stored in a safe deposit box at Wells Fargo Bank, 140 E. Thousand Oaks Blvd 
Thousand Oaks, CA 91360. 
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7. Exhibit 1 is one page of the Lab Notebook dated June 1 7, 1 998 and describing (a) a 
design for a disk dispensing and retrieval system and (b) a plan for prototyping the disk 
dispensing and retrieval system in 1998. 

8. Exhibit 2 is one page of the Lab Notebook dated June 22, 1 998 and describing meetings 
with lawyers at the law firms of Chrisman, Bynum & Johnson and Cooley Godward; these 
meetings included discussions regarding the patenting of the disk dispensing and retrieval 
system. 

9. Exhibit 3 consists of two pages of the Lab Notebook dated June 23, 1998 and illustrating 
possible disk configurations for the disk dispensing and retrieval system. 

10. Exhibit 4 is one page of the Lab Notebook dated June 26, 1998 and describing a 
telephone call with Cooley Godward and further development of the disk dispensing and 
retrieval system with Philip Tomasi, another named inventor of this *63 1 Application. 

1 1 . Exhibit 5 is one page of the Lab Notebook dated June 30, 1998 and describing (a) market 
research for the disk dispensing and retrieval system and (b) a meeting with North 
Communications, which was considered a possible commercialization partner. 

12. Exhibit 6 consists of three pages of the Lab Notebook, dated July 2, 1998 through July 7, 
1998, and describing (a) market research regarding Blockbuster video rentals, (b) further kiosk ' 
desxgn illustrations, and (c) a confidential meeting with K.I.S. regarding engineering design for 
the disk dispensing and retrieval system. 

13. Exhibit 7 is one page of the Lab Notebook dated July 3 1, 1998 and describing a 
conference call with Philip Tomasi and North Communication, regarding kiosk design 
particulars. 

14. Exhibit 8 is one page of the Lab Notebook dated August 5, 1 998 and describing a 
meeting with Gary Bloomer of the Boulder Technology Incubator, to assist in commercialization 
of the disk dispensing and retrieval system. 

1 5. Exhibit 9 is one page of the Lab Notebook dated August 20, 1 998 and describing a patent 
search and contact with CD equipment manufacturers. 

16. Exhibit 1 0 consists of two pages of the Lab Notebook dated August 31,1 998 and 
describing a meeting with Philip Tomasi regarding a development plan for the disk dispensing 
and retrieval system; Exhibit 10 further describes purchase and installation of a DVD-ROM 
drive and touch screen prototype. 

17. Exhibit 1 1 consists of two pages of the Lab Notebook dated September 27, 1 998 and 
October 13, 1998, respectively, which describe testing of CD and DVD transport systems. 

18. Exhibit 12 is one page of the Lab Notebook dated October 30, 1998 and describing 
signing a lease with Boulder Technology Incubator, to assist in commercializing the disk 
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dispensing and retrieval system. 

19. Exhibit 1 3 is one page of the Lab Notebook dated November 2, 1998 and describing 

r1m V t P T U \ ° f ^ di f dis P ensin g and retrieva » ^stem during a first residence day at 
tne Boulder Technology Incubator. 

20. Exhibit 14 is one page of the Lab Notebook dated November 5, 1 998 and describing a 
meeting with the Chrisman, Bynum and Johnson law firm regarding forming a business entity to 
commercialize the disk dispensing and retrieval system. 

2 1 . Exhibit 1 5 consists of three pages of the Lab Notebook dated November 1 9 1998 
November 20, 1998, and November 23, 1998, respectively, and describing design particulars for 
the disk dispensing and retrieval system. 

22. Exhibit 16 consists of two pages of the Lab Notebook dated December 7, 1998 and 
December 8, 1998, respectively, and describing meetings with potential lawyers'and advisory 
board members to assist m commercializing the disk dispensing and retrieval system. 

23. Exhibit 17 is one page of the Lab Notebook dated December 16, 1998 and describing 
further design issues for the disk dispensing and retrieval system. 

24. Exhibit 1 8 consists of two pages of the Lab Notebook dated January 5, 1 999 and January 
6, 1999 (these pages incorrectly recite 1998), respectively, and describing further DVD kiosk 
development and meetings with lawyers to discuss forming an LLC to commercialize the disk 
dispensing and retrieval system; this LLC was formed January 15, 1999 as Freeflyr, LLC, which 
merged into Freeflyr, Inc. August 1 6*. 2666. 

25 Exhibit 1 9 is one page of the Lab Notebook setting forth press release collateral of the 
disk dispensing and retrieval system for use in public meetings after May 25, 1999; the press 
release was prepared during a period of January 1 , 1 999 and May 25, 1 999. 

26. From the fall of 1 998 to May of 1 999, 1 and Philip Tomasi prepared materials for filing of 
a patent application for the disk dispensing and retrieval system; that patent application was filed 
on May 25, 1999 as U.S. Application Serial No. 60/135,854 (the '854 Application) and included 
mechanical drawings for DVD transfer mechanisms, a prototype electronic layout and system 
architecture. 

27. From May of 1999 to July of 1999, 1 and Philip Tomasi prepared materials for filing of a 
patent application for the disk dispensing and retrieval system; that patent application was filed 
on July 13, 1999 as U.S. Application Serial No. 60/143,601 (the '601 Application) and included 
mechanical drawings for DVD transfer mechanisms and source code. 

28. The present '63 1 Application incorporates disclosure from, and claims priority to, the 
'854 Application and the '601 Application. 

1 hereby declare that all statements made herein of my own knowledge are true and that 
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all statements made on information and belief are believed to be true; and further that the 
statements were made with the knowledge that willful false statements and the like so made are 
punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States 
Code aiid that such willful false statements may jeopardize the validity of the Application or any 
patent issued thereon. 





William H. Barber 
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